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DETAILED ACTION 

Claims 1-13 are under consideration in this application. 

Claims 14-34 are held withdrawn from consideration as being drawn to nonelected subject 
matter 37 CFR 1.142(b). 

Election/Restrictions 

Applicant's election with traverse of Group I in the reply filed on November 22, 2006 is 
acknowledged. The traversal is on the ground(s) that the restriction requirement imposes a 
substantial burden on applicants. This is not found persuasive because for the reasons clearly set 
forth in the record. Further, applicants admit that claims to distinct and independent inventions 
are included. In the instant case, lack of unity under PCT rules is applicable. The instant 
claimed compounds fail to make any contribution to the prior art because they are well known in 
the prior art. 

The requirement is still deemed proper and is therefore maintained. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1 and 3-13 are rejected under 35 U.S.C. 102(a) and/or (b) as being anticipated by 
Kohl et al. (US 4,758,579). 
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Kohl et al. disclose the instant process. Note example 6 therein. Hence, the process is 
deemed to be anticipated therefrom. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kohl et al.in 
view of Rainer (US 4,555,518). 

Kohl et al. disclose the instant process. Note example 6 therein. As here, a thioether is 
oxidized by sodium hypochlorite in the presence of an alkali metal. Rainer et al. teach that 
amines such as pyridine and ethyldiisoproplyamine are well known proton acceptors and can be 
present in the reaction mixture. The reaction of a specific thioether with sodium hypochlorite in 
the presence of an alkali metal does not render the process step itself patentable, anew; In re 



Application/Control Number: 10/542,268 Page 4 

Art Unit: 1625 

Albertson , 141 USPQ 730, which was specifically reaffirmed on the last page of InreKuehU 177 
USPQ 250. 

One having ordinary skill in the art would have been motivated to employ the process of 
the prior art with the expectation of obtaining the desired product, because he would have 
expected the analogous starting materials to react similarly. It has been held that application of 
an old process to a new and analogous material to obtain a result consistent with the teachings of 
the art would have been obvious to one having ordinary skill. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The specification fails to describe the process of making any of the claimed solvates or 
hydrates. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claiml is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

The term converting in claim 1 does not clearly define a process. Salt formation is an 
obvious process under 35 U.S.C. 103. Note, for example, column 11, lines 3-12, therein. 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Morris whose telephone number is (571) 272-0688. 
The examiner can normally be reached on Mondays through Fridays. 

The fax phone number for the organization where this application or proceeding is , 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 8£6*2T7-9197 (toffifree). 
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